The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe refusal of the
exam ner to allow clains 48, 52 through 55 and 57 as anended
subsequent to the final rejection. These are all of the
clainms pending in the application.

The subject matter on appeal relates to a propyl ene
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pol ymer having certain properties including a particular nelt
flowrate range and, for a boil ed heptane-insol ubl e conponent,
certain ranges of pentad isotacticity, pentad tacticity and
crystallinity. Further details of this appeal ed subject
matter are set forth in illustrative independent claim52, a
copy of which taken fromthe appellants’ brief is appended to
t hi s deci sion.

No prior art has been relied upon by the exam ner in the
sole rejection before us on this appeal.

Al of the appealed clains are rejected under the first
paragraph of 35 U.S.C. § 112 for being based upon a disclosure
whi ch woul d not enable one skilled in the art to practice the
here clained invention. Mre specifically, it is the
exam ner’ s fundanental position that the scope of enabl enent
provi ded by the appellants’ disclosure is inadequate rel ative
to the scope of these rejected clainms. As characterized by
the exam ner, these clainms are rejected because “they
enconpass to an undue extent polynmers for which the
speci fication does not enable one skilled in the art to nake”
(answer, page 6).

We refer to the various briefs and answers for a conplete
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exposition of the opposing viewoints expressed by the
appel l ants and by the exam ner concerning the above noted

rejection.

OPI NI ON

This rejection cannot be sustai ned.

It is well settled that the burden of proof |ies upon the
Patent and Trademark O fice in calling into question
enabl ement of an applicant’s disclosure. This burden requires
that the Patent and Trademark O fice advance acceptabl e
reasoni ng i nconsi stent with enablenent. Upon the advancenent
of acceptabl e reasoning, the burden then shifts to the
applicant to show that one of ordinary skill in the art could
have practiced the clainmed invention w thout undue

experinmentation. ln re Strahilevitz, 668 F.2d 1229, 1232, 212

USPQ 561, 563 (CCPA 1982).

In the case at bar, it is clear that the exam ner has not
carried his initial burden of proof. In explaining his
rationale for making the rejection before us, the exam ner
states that he “suspected that the clainms cover structures

substantially or radically different fromthose enabl ed” and
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concludes that “the facts of this case are such that if the
clainms in fact cover substantially or radically different
structures, then these clains are broader than permtted by
the first paragraph of
35 U.S.C. §8 112" (second suppl enental exam ner’s answer, page
1). Further in this regard, it is the exam ner’s contention
that, “in a conplex technol ogy such as this when conpositions
are described in ternms of partial structure and properties, if
the clains cover conpositions substantially different in
structure and when appel |l ants can, w thout burden, provide
this informati on but refuse to do so, the Exam ner can
properly assume that the clains do cover subject matter
substantially beyond the enabl ement” (answer, page 16).

It is apparent fromthe record in general and the above
quotations in particular that the rejection before us is
prem sed upon suspicions and assunptions by the exani ner.
However, suspicions and assunptions do not constitute
accept abl e reasoning inconsistent with enablenent. This is
particularly so in this case where these suspicions and
assunptions, aside frombeing unsupported by probative

evi dence, are vague in that they relate to claimcoverage of
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pol ymers the exam ner describes with the undefi ned
characterization of being “substantially or radically
different fromthose enabled.”

According to the exam ner, his rationale in nmaking the
nonenabl enent rejection under consideration is supported by In

re Brandstadter, 484 F.2d 1395, 179 USPQ 286 (CCPA 1973).

This is incorrect. As properly indicated by the appellants,

t he nonenabl enent issue of In re Brandstadter related to al

enbodi nents enconpassed by the rejected clains and not to
“suspect ed” enbodi ments which are “assunmed” to be nonenabl ed
as the exam ner has done in this case.

I n essence, rather than carry his initial burden of

establishing a prima facie case of nonenabl enent, the exam ner

has i nappropriately | eaped to an unsupported concl usi on of
nonenabl enent based upon hi s unfounded suspici ons and
assunptions. In this way, the exam ner inappropriately has
required the appellants to carry the initial burden of proving
that the here claimed subject matter is enabled. As
previously indicated, it is the initial burden of the exam ner
t o advance acceptabl e reasoni ng i nconsi stent with enabl enent.

In re Strahilevitz, id. Further, the analytical framewrk by
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which to carry this burden is well known. See, for exanple,

In re Wands, 858 F.2d 732, 737, 8 USPQ@d 1400, 1404 (Fed. GCr

1988). The requisite analysis sinply has not been perforned
in this case.

As a final matter, it appears to us that the exam ner
would Iimt the appeal ed cl ai m coverage to polynmers which are
the sane as those specifically disclosed in the appellants’
specification or are “insubstantially” different fromthese
specifically disclosed polyners. 1t has |ong been
establ i shed, however, that to provide effective incentives,
clai s nust adequately protect inventors. Therefore, to
demand that the first to disclose shall limt his clainms to
what he has found will work would not serve the constitutional
pur pose of pronoting progress in the useful arts. In re
Goffe, 542 F.2d 564, 567, 191 USPQ 429, 431 (CCPA 1976).

In light of the foregoing, we cannot sustain the
exam ner’s section 112, first paragraph, rejection of the
appeal ed cl ai ns as bei ng nonenabl ed.

The decision of the examner is reversed.

REVERSED
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APPENDI X

52. A propyl ene polymer having such properties that:

anelt flowrate (MFR) of said polynmer at 230EC under a
| oad of 2.16 kg is in the range of 0.1 to 500 g/10 m n,

a pentad isotacticity M obtained fromthe foll ow ng
formula (1) using absorption intensity Pormmm and Pw in a BC
NMR spectrum of a boil ed heptane-insol ubl e conponent contai ned
in said polymer is in the range of 0.970 to 0.995,

a pentad tacticity M obtained fromthe follow ng formula
(2) using absorption intensity Pmmrm Pnrnr, Pnrrr, Prnrr,
Prormr, Prrrr and Pwin a ®C NWR spectrum of a boil ed heptane-
i nsol ubl e conponent contained in said polynmer is in the range
of 0.0020 to 0.0050, and

a crystallinity of a boiled heptane-insol ubl e conponent
contained in said polyner is 65%to about 79.3%

M = Pmmmm_
Pw (1)

wherei n

Pmmm i s absorption intensity of nethyl groups present in
the third unit anmong continuous five propylene units which are
bonded to each other with nmeso form and

Pw is absorption intensity of all methyl groups in a
propyl ene unit;

M = Prmrm+ Pornr + Porrr + Prirr + Promr + Prrrr
Pw (2)

wherein

Pmrmis absorption intensity of nethyl groups present in
the third unit anmong continuous five propylene units
represented by """, . in which n and k are each a propyl ene unit,
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Prrmr is absorption intensity of nethyl groups present in
the third unit anmong continuous five propylene units
represented by "",,"in which n and k are each a propyl ene unit,

Prrrr is absorption intensity of nethyl groups present in
the third unit anmong continuous five propylene units
represented by "",",in which n and k are each a propyl ene unit,

Prnrr is absorption intensity of nethyl groups present in
the third unit anmong continuous five propylene units
represented by ,"","in which n and k are each a propyl ene unit,

Prnmmr is absorption intensity of nethyl groups present in
the third unit anong continuous five propylene units
represented by ,""",in which n and k are each a propyl ene unit,

Prrrr is absorption intensity of nethyl groups present in
the third unit anong continuous five propylene units
represented by ",","in which n and k are each a propyl ene unit.



